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Lee: The legal landscape quaked, and clients and counsel continue to navigate the
tremors. More than 40 years of precedent was upended in May 2024 when a
Federal Circuit court struck down the Rosen-Durling test for assessing
obviousness of design patents, sending BakerHostetler attorneys into overdrive
as they guide patent owners and challengers in how to obtain and enforce design
patents amid the LKQ decisions more flexible obviousness analysis. In
BakerHostetler's second annual IP Perspectives thought leadership piece, the
Intellectual Property Practice Group highlights myriad IP-related topics that are at
the forefront of industry developments and current challenges and trends. I'm
Leeann Lee, and you're listening to BakerHosts.

On today’s episode, we discuss how a landmark decision overrules framework
for design patent obviousness. To provide us with insight into this topic, we have
John Hilten, a partner in the Intellectual Property Group at BakerHostetler and a
member of the firm’s IP Technology team. Welcome to the show, John.

Hilten: Thank you so much. Thank you for having me on to discuss design patents.

Lee: Great. So, to start us off, what are design patents, what do they protect, and how
does one obtain a design patent?

Hilten: A design patent is a type of intellectual property that protects the way an article
looks. On the other hand, a utility patent protects the way an article is used,
works, or the like. Accordingly, a design patent may be utilized to protect the
ornamental appearance of an article, which may include its shape, configuration,
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surface ornamentation, or the like. Moreover, a design patent may be used to
protect a generic article, a display, that may include computer-generated icons,
graphical user interfaces, and the like. In the United States, design patents are
filed with the United States Patent and Trademark Office. They include a very
brief specification, drawings, and a single claim. This single claim, being based
on the drawings, the drawings of the article. Typically, we don’t want to claim
every part of the article. Accordingly, we include broken lines in the drawings that
form no part of the design to be patented. In the specification, we include a
statement indicating the broken lines in the drawings also form no part of the
design to be patented.

LKQ focused on obviousness. What is obviousness, and how does it play a role
in design patents?

At a high level, under 35 U.S.C. 103, a patent for a claimed invention may not be
obtained if the differences between the claimed invention and the prior art as a
whole would have been obvious to a person having ordinary skill in the art.
Accordingly, to obtain and enforce the design patent, the claim must be non-
obvious. Prior to the LKQ decision, obviousness was determined based on the
Rosen-Durling test. Here, to determine obviousness, the test required that a
primary reference must be basically the same as the challenged design claim
and any secondary references must be so related that features in one would
suggest application of those features to the other.

Now, how has obviousness changed since the Federal Circuit struck down the
Rosen-Durling test?

Yeah. In overruling the Rosen-Durling test, the Federal Circuit referenced the
statutory language of 35 U.S.C. 103, that is obviousness, and the meaning of
that statute utilizing the utility patent Graham factors from the Supreme Court
decision in Graham v. John Deere. The Federal Circuit thereafter addressed in
detail how each of these Graham factors should be applied to design patents.
These Graham factors as applied to design patents would, at a high-level,
include scope and content to the prior art; differences between the prior art and
the claimed design; knowledge of an ordinary designer in the relevant field;
secondary considerations such as commercial success, industry praise, and
copying by competitors; and differences between the prior art designs and the
design claim at issue.

And what impact does LKQ have as it relates to design patents?

The impact is that there is a possibility that a once-valid design patent may now
be invalid. Moreover, LKQ may have additional impact to design patent
enforcement. For example, a Colorado District Court ruled a few weeks ago in
the Kong Company LLC v. Bounce Enterprises that the change in law of design
patent invalidity in LKQ overcomes assignor estoppel.

And | have just one final question for you. What are some potential strategies to
take post-LKQ?
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In this regard, there are a number of potential strategies to address LKQ. For
example, during prosecution of design patents, it may be beneficial to ascertain
greater information regarding prior art designs; current implementations and the
like; revise drawings, that is the claim in consideration thereof; file continuations
with varied claim scope and/or maintain a pending application to address any
subsequent challenges under 35 U.S.C. 103; consider multiple embodiments
with varied claim scope; and finally file an appendix with drawings utilizing
various broken line strategies as a basis for any future amendments or
continuations.

Well, this has been a great conversation. Thank you for your time and insight,
John.

Thank you. | appreciate your time.

If you have any questions for John, his contact information is in the show notes.
As always, thanks for listening to BakerHosts.

Comments heard on BakerHosts are for informational purposes and should not
be construed as legal advice regarding any specific facts or circumstances.
Listeners should not act upon the information provided on BakerHosts without
first consulting with a lawyer directly. The opinions expressed on BakerHosts are
those of participants appearing on the program and do not necessarily reflect
those of the firm. For more information about our practices and experience,
please visit bakerlaw.com.



